APPENDIX B

Intellectual property Rights Policy for Staff, Students and Visitors

1 Preamble

1.1 The Intellectual Property Rights Policy (“Policy8ets out the University’s policy on
Intellectual Property Rights for works producedtsg University by Staff, Students and
Visitors of the University. It is important for &f, Students and Visitors to understand
their rights as well as how to protect such righterder to avoid potential disputes when
engaging in research and writing.

1.2 Staff, Student and Visitors during their coursesaidy, employment, engagement or
appointment generate original work. Staff, Studeand Visitors, as creators of
intellectual property, together with the Universibave rights in respect of the fruit of
their intellectual endeavours and work. Thesellettial Property Rights are protected
under the laws of Hong Kong.

1.3 The University believes in promoting knowledge exoppe and knowledge sharing and
encouraging the flow of knowledge between the Umsitg and the community for
mutual benefit. The University is a signatory bhe Berlin Declaration on Open Access
to Knowledge in the Sciences and Humanities, whidognizes that information should
be made widely and readily available to society andourages and advocates open
access publication.

2. Definitions
Author means the creator of a Copyright work.

Copyright means a collection of rights relating to origifigdrary, dramatic, musical, and artistic
works, sound recordings, films, broadcasts, cabdgnammes and the typographical arrangement of
published editions. For the avoidance of douliterary work’ includes software and digital
publications.

Course of employmentmeans any work undertaken by a Staff member ifopaing the duties for
which the Staff member has been engaged and wiitleirscope of the duties described in the Staff
member’s contract of employment.

Database means a collection of independent works, infororgtidata or other materials that are
arranged in a systematic or methodical way andirateidually accessible by electronic or other



means. The database may consist of textual erferigs names or phone numbers), or independent
works such as photographs or videos.

Evaluation Committee means the committee of the Technology Transfeic®ffesponsible for
evaluation the patentability and marketability mféntions disclosed by Staff and Students.

Institutional Work includes works created using University funding
(including funding obtained by the University framernal and external sources) and works that are
commissioned by the University.

Intellectual Property Rights (IPR) means any and all intellectual and industrial progprights now

in force or that come into force in the future imygpart of the world whether or not registered or

registerable and includes all applications andtsigio apply for registration (and renewals and

extensions of any registration) of such rights all as all rights of action and remedies in relatio
past infringements including rights in or in contc with:

(a) confidential information, business or trade se¢iaisw-how;

(b) Inventions, Patents (including supplementary ptatacertificates);

(© Copyright (including the rights to secure Copyrigahewals and extensions of Copyrights,
Copyright not yet in existence but that comes etistence in the future and all other rights
of a like nature by law in force in any part of therld);

(d) Trade Marks, service marks, business or trade neames

(e) Design rights, topography rights,

together with all other rights of a similar or agsponding character or nature.

Invention means the conception and reduction to practi@usfeful, novel and non-obvious product
or process, or improvement thereon, for which @ftatay be obtained.

Inventor means the person who invents, develops or diss@reinvention.

Licence means a contract in which an intellectual PropRights holder gives permission to another
to perform any Restricted Acts in relation to thiellectual property.

Net Receiptsmeans the total Royalties and fees generated tlhernommercialization (including but

not limited to, joint venture and licensing) of lwvention or discovery, less:

(a) all expenses reasonably incurred by the Univeraitg/or its wholly owned subsidiary
(including patent agents fees and legal fees) ler filing, maintenance, protection and
preservation of Intellectual Property Rights in ection with the Invention or discovery;

(b) all expenses reasonably incurred by the Univeraitg/or its wholly owned subsidiary
(including patent agents fees and legal fees)lierdommercialization of the Invention or
discovery; and



(© where the Invention is jointly owned by anothervensity, legal entity or institution, 10% to
20% of gross Royalties to cover internal admintsteaoverheads;

(d) amounts of taxation payable by the University andfwholly owned subsidiary in respect
of the Royalties;

(e) any other expenditure that is agreed with the itwgs).

Patent means a grant which gives the owner of an Invandoright to exclude all others from
making, using, selling or importing the Inventionthe relevant jurisdiction.

Restricted Actsmeans:

() in relation to Copyright, the exclusive rights ofCapyright owner in respect of a work,
including the right to make copies, to authorizéeotpersons to make copies, to make
available copies of a work to the public, to peripshow or play the work in public or to
make an adaptation of the work;

(b) in relation to Patents, the exclusive rights of &eRt owner in respect of an Invention,
including the right to make, use, sell, put on tharket, stock, offer for use, or import the
Invention;

(© in relation to Trade Marks, the exclusive rightsacfrade Mark owner in respect of a Trade

Mark, including the right to use the Trade Marktiade or business (including without
limitation, to apply the Trade Mark to goods orithgackaging, offer or expose goods for
sale bearing the Trade Mark, put goods on the rhékaring the Trade Mark, offer or
supply services under the Trade Mark, import oroeixgoods bearing the Trade Mark, or use
the Trade Mark on business papers or advertising);

(d) in relation to Designs, the exclusive rights of asl@n owner in respect of a Design,
including the right to make, import, sell or hineyaarticle in respect of which the Design is
registered, or offer or export such article foresad hire.

Royalty means a payment made to an Intellectual Propeagit®holder for the right to use his or
her intellectual property.

Staff means a person who is a member of the Universitygglemic or non-academic staff (whether
full-time or part-time).

Student means any full-time or part-time graduate or ugteduate student.

Substantial use of University resourceseans use of time for which the University is cemgating

the inventor, creator or author to provide servimeghe University; use of funding provided by the
University and/or funding that is made availabletite inventor, creator or author in the form of
grants, contracts or awards from external sourmed/or use of any University resources that are not
ordinarily used by, or available to, that Staff nfimor Student, but does not include an incidental



use of University resources. For the avoidanceéooibt, casual use of library and desktop computer
facilities shall not be considered to be a subg&thnse of University resources.

Technology Transfer Office means the office of the University responsible foanaging and
administrating the University’s intellectual properincluding without limitation administering
Patent applications.

Trade Mark means a distinctive name, sign, logo or indicateed by an individual, business or
other legal entity to distinguish its goods andiervices.

University means the University of Hong Kong, including aingouses of the University, whether
located in Hong Kong or elsewhere.

University Domain Names means any domain names registered by tiverdity from time to time,
including without limitationwww.hku.hk www.hku.edu.hland any related sub-domain names.

University Marks means “The University of Hong Kong”%“,‘%*%”, the acronym “HKU", ‘H#
A all other names, abbreviations, logos, whetlegistered as a trade mark or not, and any other
form of visual identity that connotes an assocratigth the University.

Visitor means a person who is not Staff, who takes paeanhing, research and other activity that
would normally be conducted by Staff, includinghaitit limitation a scholar on short term exchange

with the University, adjunct professors and honpraofessors.

3. Application of Policy

3.1 This Policy applies to Staff, Students and Visitoishe University.

3.2 This Policy constitutes an understanding whichimling on the University and on the
Staff, Students and Visitors to whom this policylkes, as a condition for participating
in research programs at the University, for theafddniversity funds or facilities, or for
commencing employment or studies with the Universit

3.3 This Policy shall be incorporated in all employmewaintracts for Staff joining the
University after this Policy has been implemented.

4. Overview
4.1 The key provisions of this Policy regarding Intetleal Property Rights of Staff,

Students and Visitors are summarized below:
41.1 Staff



(a) The University shall own all Intellectual ProperBights in works
generated by Staff in the course of their employmeith the
University.

(b) However, the University will normally only enforeeich rights under a
limited set of circumstances, including where therkwwas generated
using a substantial use of University resourcepessonnel, where the
work is an Institutional Work, or where the work ssibject to an
agreement signed by the Staff which requires th# 81 assign rights to
the University or a third party.

(©) Intellectual Property Rights in works generatedStgff in the course of
an exchange with another institution shall be destlh by the mutual
agreement of the two institutions in accordancenwiteir respective
Intellectual Property Rights policies. It is reaoended that a formal
agreement regarding Intellectual Property Righeniered into between
the two institutions as early as possible.

4.1.2 Students

The University may assert ownership of Intellett®eoperty Rights for works

generated by Students in the course of study. Mery¢he University shall not

assert ownership of Intellectual Property Rightthimfollowing circumstances:

(a) Where the work is not an Institutional Work. Foe tavoidance of doubt
works created in connection with graduate assistépd or scholarship
grants to Students to pursue academic activitiemrs an advanced
degree shall not be considered to be Institutigvatks; or

(b) where there has not been a substantial use of tditiweresources or
personnel; or

(c) where the work consists of Student coursework orStadent’s
contribution to a written thesis, as outlined inrendetail at paragraphs
5.1.2 and 5.1.3 below.

4.1.3 Visitors

As a result of any Visitor having access to anel osany University facilities,

equipment, accommodation or intellectual propedy, participating in any

teaching or research activities of the Univerdityg University may require the

Visitor to: (i) sign a confidentiality agreement & form approved by the

University; (ii) disclose to the University, immedely upon creation, full details

on any Intellectual Property Rights created by\isstor; (iii) do all things and

sign all instruments necessary to assign suchléctebl Property Rights to the

University; and/or (iv) give consent in relationany moral rights he or she may

have in the relevant work.

4.1.4 Collaborative work
Depending on the nature and level of contributioasle by other collaborators,
Intellectual Property Rightsmay be shared between two or more parties,



4.2

4.3

4.4

4.5

including but not limited to supervisors, Studerfaff, the University and
collaborating universities.

Role of Staff

Staff are required to have an understanding ofléueial Property Rights issues. This

is particularly important when supervising reseastdents, deciding when and what to

publish about their work, negotiating with third rijya research sponsors, and in
collaborative efforts with other institutions.

Role of Supervisors

4.3.1 In different fields of study and research projetit®, role of a supervisor varies
and this has an implication on the arrangemenntdllectual Property Rights
generated in research projects. A Student is eggdo receive guidance from
his or her supervisors. In the event that a sup@rvnerely acts as a mentor or a
consultant, the Student will have the primary rightany Intellectual Property
Rights generated in connection with the projecawklver, if a student works on
an established research project and makes a stibbtase of University
resources assigned to the supervisor, the Uniyesbidll own the Intellectual
Property Rights created in connection with the aede project.

4.3.2 Inthe event that a supervisor initiates a substamdea in a research project, the
University, as the employer of the supervisor, Istiah the Intellectual Property
Rights generated in connection with the researabiept, subject to any
agreement to the contrary.

4.3.3 In the event that a supervisor and a Student amiédbd in the conception and
design of an Invention, and the work made a subatanse of University
resources, the Invention and any resulting patevits be owned by the
University.

4.3.4 In the event that a supervisor and a Student amiédbd in the conception and
design of an Invention in which the intellectuafoef is inseparable, and the
work did not make a substantial use of Universggources, the Invention and
any resulting patents will be jointly owned by tbaiversity and the Student.
The percentage of Intellectual Property Rights asmi@ should be agreed
between the supervisor and the Student as eaggsssble.

Role of Students

All Students are required to familiarize themsslwéth this Policy. It is important that

Students, before joining a research project, maiguiees with their supervisor or

project group regarding Intellectual Property Reggfar the research project and should

agree on the Intellectual Property Rights arrangeriwe the research project.

Student research in conjunction with externallydiech projects

In the case of externally funded projects, the ©rsity may be under a contractual

obligation to assign all or part of the IntelledtRaoperty Rights to a third party. Before

a Student participates in such a project, he onshequired to make enquiries with his

or her supervisor regarding the Intellectual ProgpBights arrangement for the project.



The University may, in its sole discretion, requittee Student to sign a written
agreement acknowledging and agreeing to the lotelé Property Rights arrangement
for the project.

5. Copyright

5.1 The University’s policies on relation to copyrigim various categories of works are
outlined below:
5.1.1 Scholarly work and teaching materials created layf St

(a) The University does not normally exercise its claoh copyright
ownership over any work created by Staff that is stholarly nature or
created for teaching purposes.

(b) Staff grant the University a royalty free, perpétuaon-exclusive,
worldwide licence to use the work for non-commdrgarposes. The
licence granted under this clause shall continaer ahe Staff is no
longer employed by the University.

(© Staff may submit their work to publishers and assigpyright in the
work to a publisher as they judge appropriate,etttdp any pre-existing
licence granted in respect of the work. Staff kslpabcure that the
University is granted the right to re-use the sahglwork (including
any subsequent editions) for non-commercial purgosacluding
without limitation, posting the work on the Univiys institutional
repository, the HKU Scholars Hub (theldb”).

(d) Where publishers’ agreements permit, once a worfuislished, the
University encourages Staff to submit their prioersion of the
published work (Author's Manuscript”) to the Hub to facilitate
knowledge sharing. Administrators of the Hub vi#é responsible for
confirming that the relevant publisher’s agreenprmits the posting of
the Author’s Manuscript, prior to posting any marmyss on the Hub.

(e) Works which have been specifically commissionedHhsy University or
works governed by agreements with research spomatirise governed
by those agreements and not the above.

5.1.2 Student coursework

(a) The Student shall retain copyright in his or herkveubmitted in the
course of his or her study, including papers, ess@ports and articles.

(b) The Student grants the University a royalty fresrpptual non-exclusive
worldwide licence to use the work (i.e. perform dgstricted Acts in
relation to the work) for non-commercial purposd$e licence granted
under this clause shall subsist after the Studenoilonger enrolled as a
student of the University.

5.1.3 Student thesis
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() The Student shall retain copyright in his or heitten thesis.

(b) The Student grants the University, in particulag tniversity Libraries
and the University Archives, a royalty free, peyadt non-exclusive
worldwide licence to circulate the thesis or use tiiesis for other non-
commercial purposes. The licence granted undsrcthuse shall persist
should the Student no longer be enrolled as a Studehe University.

(©) If research data included in a thesis are obtalnyea collaborative effort
(including collaboration between the Student arglipervisor or other
researcher at the University), such data may bgoihe property of the
Student and the collaborating party. It is strgragflvised that Students
and supervisors/researchers make clear agreementsadvance
concerning the ownership and use of IntellectuapPrty Rights created
in connection with a Student thesis.

Jointly authored work

(a) Where two or more Staff and/or Students have cotkied on a work in
which the contributions of the collaborators ar¢ separable, this work
will be jointly owned by all Authors.

(b) Where two or more Staff and/or Students have coftkied on a work in
which each person’s contribution is distinct (eag:hapter of a book is
written by a different author), the work is a cotige work and each
Author shall own copyright in his or her individuabrk.

Work involving substantial use of University resoes

Where a work has been created by staff or stadeaking a substantial use of

University resources, the University shall retaiwnership of such works,

submect to any written agreement to the contrakyhere there may be a

question of whether a work involves substantial efsgniversity resources, it is

strongly advised that an agreement relating tdlédtial Property Rights should
be reached between the parties before the uselfresources.

Software

(a) The copyright in software created by Staff and 8tusl shall normally
be retained by the Authors of such software. Howetlee University
shall retain ownership of the copyright in softwam®duced by Staff
and Students in the following circumstances: (i)eweh there is a
substantial use of University resources; (ii) whére software is an
Institutional Work; (iii) where the software wasveéoped by a Staff
member in the course of his or her employment.

(b) Software developed as a result of work partiallyfudly funded by an
external organization through a contract or grarthe University, shall
be governed by the terms of the contract or grant.

(©) If a Student creates software working in conjurrctwath a supervisor
and both parties contribute original intellectuabdur, and the



51.7
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contributions are not separable, the work shaljoogly owned by the
Student and the University.

(d) Staff and Students grant the University a royaisef perpetual, non-
exclusive worldwide licence to use the software m@n-commercial
purposes. The licence granted under this clausk cintinue after the
relevant Staff and Students are no longer assakcvwité the University.

Databases
A database is protected by copyright law in Hdtang, provided that the
selection or arrangement of the contents meetsnt@mum standard of
originality, i.e. that a sufficient amount of skdind labour is involved in the
selection or arrangement of the contents of thalbsse.
(a) Databases created as part of an established Uityversject
The University may own copyright in a Database.(a.DNA Database on plant
genomics produced by the Department of Biology).a Istudent undertakes
laboratory research and expands any such Dataties&tudent may not have
any rights to the Database as the Student's effad performed as part of an
established University project. It is recommendd@t the Student and
supervisor discuss Intellectual Property Rights amive at a written agreement
before commencing the work.

(b) Databases created as part of student coursework

If a student creates a Database as part of coegegrements9e.g. a database of

eating habits for a marketing research projectg ®tudent shall retain

ownership of the copyright in the Database. Thal&tt grants the University a

royalty free, perpetual, non-exclusive worldwideehce to use the Database for

non-commercial purposes. The licence granted ruihike clause shall continue
after the Student is no longer enrolled as a Stualeihe University.

(©) Databases jointly created by a Student and a sisperv

When a Student creates a Database and works jonmbion with a supervisor

and both parties have been involved in the selectiod arrangement of the

contents of the Database, the copyright in the li¥eg@ will be jointly owned by
the University and the Student.

Work created on the University web server

A Student shall retain ownership of any work thator she creates and places

on the University website. The Student grants Wméversity a royalty free,

perpetual, non-exclusive worldwide licence to usework for non-commercial
purposes. The licence granted under this clausk gimtinue after the Student
is no longer enrolled as a Student of the Universit

Institutional works

The University shall retain ownership of Institral Works and works resulting

from simultaneous or sequential contributions avwee by multiple Staff and



Students, such that the work can not be attribidedsingle Author or a discrete
number of Authors.

5.1.10 Videotaping and related classroom technology
Copyright in audio recordings and audiovisual rdews of courses taught at
the University or courses developed for the Univgrshall be the property of
the University. Videotaped courses and coursesrded using any other media
are University property and may not be reproduahstributed, performed or
displayed without permission of the University.

6. Patents

6.1

6.2

6.3

Inventions protected by patents
In order to be patentable, an Invention must be/mewvel, involve an inventive step and
be capable of industrial application. Patents ygpla wide variety of Inventions,
including machines or devices (e.g. a laser prjrgerelectronic circuit), processes (e.qg.
a genetic engineering procedure, a business phioassnical compounds (e.g. a drug),
new life forms (e.g. a genetically altered lifeffgt A Patent, once granted, prevents
anyone else from using the Invention without theepowner’s permission for a fixed
term. After the Patent expires anyone is ablesmthe Invention without a requirement
to obtain the former Patent owner’s permission.
Duty to report Inventions
6.2.1 Staff and Students shall immediately notify andcltise to the Technology
Transfer Office of the University any potentiallyatpntable discoveries or
Inventions made by them. The Evaluation Commitsball evaluate the
patentability and marketability of Inventions dise¢d by Staff and Students,
and where appropriate, the Technology Transferc@ffivill administer the
Patent application of the Staff and Students.
6.2.2 The First step to report an Invention is to complahd submit an Invention
Disclosure Form (IDF) to:
Technology Transfer Office
The University of Hong Kong
6.2.3 The Invention Disclosure form is obtainable frome tiiechnology Transfer
Office or can be downloaded from its websuevw.tto.hku.hk
Confidentiality
It is important that any information about a poiglht patentable Invention is not
prematurely disclosed. Telling a third party abdle information generated by a
research project could constitute a disclosureraag mean that the invention loses the
necessary quality of novelty, resulting in the imen becoming un-patentable. In the
event that Staff and/or Students need to discussléails of an Invention with outside
academics or potential developers, they shouldreniat a non-disclosure agreement
9in the form provided by the Technology Transfefi€@) has been executed before
disclosing any information about the Invention.

6.4 Staff Inventions
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6.4.1

6.4.2

Patentable Inventions made by Staff in the coufsengployment or with more
than incidental use of University resources or tsed under a project funded
by or through the University must be disclosedhe University. Staff, as a
condition of their employment with the Universighall assign all right, title and
interest in such Inventions and/or Patents to thevéJsity and shall cooperate
with and assist the University in the Patent appion process, including
without limitation, executing any deed of assigninand other documentation
necessary to file a Patent application.

Staff should not enter into any agreement withiatparty which conflicts with

their obligation to the University under this PglicEach Staff member should
make his or her obligations under this Policy clearany third party when
negotiating a sponsorship or consultancy agreement.

6.5 Student Inventions

6.5.1

6.5.2

Patentable Inventions created by a Student in ¢hese of study and developed
with more than incidental use of University resasr@nd/or developed under a
project funded by or through the University sholdé disclosed to the
University. The Student Inventor shall assignsalth Inventions and/or Patents
to the University and shall cooperate with andsidbie University in the Patent
application process, Including without limitatiorexecuting any deed of
assignment and other documentation necessaryeta flatent application.
Inventions made by a Student outside his or herseoaf study and without the
use of University facilities or funding shall beetlproperty of the Student,
subject to any agreement to the contrary.

6.6 Decision to Patent an Invention

6.6.1

6.6.2

6.6.3

The University may, in its sole discretion decide dbtain a Patent for an
Invention made by Staff and Students. The EvalmatCommittee in the

Technology Transfer Office is responsible for eadilng the patentability and
marketability of an Invention.

Where the Evaluation Committee decides to file a@eaapplication, such

invention shall be filed in the name of the Univists

When the Evaluation Committee declines to file @eRtaapplication for an

Invention created by a Staff member and/or Studéthin a reasonable time, or
where the University pursues an Invention but sgbsetly abandons the pursuit
of the Patent or licence agreement, the relevaatff &tember and/or Student
may request the University in writing to waive tbaiversity’s interest in the

Invention. Upon receipt of the request, the ProeViChancellor and Vice-

President (Research) and the Director of the TdolgoTransfer Office shall

consider the case in the light of the Universitgtsigations to sponsors, if any,
and on whether the waiver would be in the bestésteof the University, as well

as whether the waiver would result in any conftitinterest. If the request is
approved, the Intellectual Property Rights in tmwention/Patent will be
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assigned to the relevant Staff member and/or Studbn will then be free to

file a Patent application at his or her own cost/andispose of the Invention as
he or she wishes. The relevant Staff member ode®itu shall grant the

University a royalty free, perpetual, non-exclusiverldwide licence to use the
Invention for non-commercial purposes. The licegcanted under this clause
shall persist should the relevant Staff member @an&tudent no longer be
associated with the University.

6.7 Fragmented IPR ownership - staff from another usite

When a Staff member joins the University from aeotmstitution and undertakes the

same area of research, it may result in fragmeatedership of Intellectual Property

Rights. It is recommended that a formal agreemegarding Intellectual Property

Rights is entered into between the two universiissearly as possible. Any Patents

which result from the research will normally be@msned by the two universities and the

distribution of derived Royalties between the ursitees will normally be negotiated
after an invention disclosure, but prior to theiation of the Patent application.
6.8 Intellectual Property Rights subject to an agreemath a sponsor

If a Staff member has obtained a grant which exgbyegrovides that all intellectual

Property Rights belong to the sponsor of the grany patentable invention which

results from this research shall be governed byatireement between the sponsor and

the University, even if the project has made sutistbuse of University resources.
6.9 Sharing of Royalties with Inventor(s)

The University shall share Royalties from Invensi@ssigned to the University with the

Inventor(s). The Net Receipts arising from theleation of an Invention shall be

shared between the University, the relevant fatggyartment and the inventor(s) in the

ration of 1/3 : 1/3 : 1/3. The University reservi® right to amend the Royalty
distribution at any time. Staff and Students sdotdnsult the Technology Transfer

Office for more details regarding the distribut@inRoyalties.

Trade Names, Marks and Domain Names
7.1 Approval for use

7.1.1 The University Marks and University Domain Names #ne property of the
University. They are used to identify the Universiand its academic
programmes, publications, services, products, &taff and Students are not
permitted to use the University Marks without thi#op approval of the Vice-
Chancellor or his or her designated authority.

7.1.2 In general, the University will not approve the wudethe University Marks to
endorse any commercial products or services. [8=é&Rolicies and Guidelines
on the Use of the University’'s Name and Visual tidgh available on the
University’s website (http://www.hku.hk/uid/det&tml).

7.2 Authority to licence

The University has authority to licence the Univwgrddarks for commercial use and

collect Royalties.
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7.3 Products displaying University Marks
The University Marks must not be displayed on argdpcts without the prior approval
of the University. The University may, in its distion, grant Staff and Students licences
to use the University Marks in the manner contetepldy this clause.
Governing law and jurisdiction
This Policy and any dispute or claim arising otitoo in connection with it or its subject
matter shall be governed by and construed in aecwel with the laws of the Hong Kong
Special Administrative Region. The Courts of theng Kong Special Administrative Region
shall have exclusive jurisdiction to settle anypdi® or claim that arises out of or in
connection with this Policy.
Amendments
The University reserves the right to amend thiclpdrom time to time.
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